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DETAILED ACTION 

1 . This action is in response to applicant's RCE amendment filed on 03 January 2005. 
Claims 16-27 are now pending in the present application. 



Continued Examination Under 37 CFR I A 14 
2. A request for continued examination under 37 CFR 1.114, including the fee 

set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed 
on 03 January 2005 has been entered. 



Information Disclosure Statement 
3. The information disclosure statement (IDS) submitted on 18 February 2005is 

in compliance with the provisions of 37 CFR 1 .97 and is being considered by the 
examiner. 

a. Document No. CN 1,1 48, 778 A was not considered. 



Claim Objections 

4. Claims 20-21, 25-27 are objected to because of the following informalities: 

a. Regarding Claim 20, Applicant states "... additional circuitry..." in lines 3-4 
of the claim. Examiner requests the applicant to clarify the claim and to 
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provide page(s) and line(s) in the specification that supports the claimed 
subject matter. 

b. Regarding Claim 21, Applicant states "...additional circuitry..." in lines 3-4 
of the claim. Examiner requests the applicant to clarify the claim and to 
provide page(s) and line(s) in the specification that supports the claimed 
subject matter. 

c. Regarding Claim 25, Applicant states "...an MS..." on line 2 of the claim. 
Examiner interprets as "... a MS 

d. Regarding Claim 26, Applicant states ". . an MS. .." on line 3 of the claim. 
Examiner interprets as "...a MS...". 

e. Regarding Claim 27, Applicant states "... an MS ... 55 on line 2 of the claim. 
Examiner interprets as "...a MS...". 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 19, 27 are rejected under 35 U.S.C. 102(b) as being anticipated by Widergen 
et al. (hereinafter Widergen) (US 5,890,064). 

Regarding Claim 19, Widergen discloses a call originating service method in 
a public/private common mobile communication system (100), the method 
comprising: 

providing a public land mobile network (PLMN) (102) comprising a base station 
transceiver subsystem (BTS) (114) adapted to form a public cell area that is 
interworked with a private mobile communication network (142) comprising a BTS 
adapted to form a public/private common cell area (142) enabling a subscriber (120) 
to be provided with both a public mobile communication service and a private mobile 
communication service using a single mobile station (120) in said public/private 
common cell area (142) (see col. 3, line 61 - col. 4, line 19; col. 4, lines 27-33; Fig, 

1); 

determining whether a call origination message is a public mobile communication 
service request message or a private mobile communication service request message 
upon receiving the call origination message for requesting origination of a call from a 
mobile station (CMT -120) in the public/private common cell area through the BTS 
(126) in the private mobile communication network (142) (see col. 7, lines 4-22,55- 
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67; col. 9, lines 1-67), where calls for communication are routed to a mobile located 
in the public or private system; and 

transmitting the call origination message to the PLMN when the call origination 
message is a public mobile communication service request message (see col. 7, lines 
4-15; col. 9 } lines 39-58; col. 12, lines 34-37; col. 13, lines 34-67), and 

providing a corresponding private mobile communication service when the call 
origination message is a private mobile communication service request message (see 
col. 7, lines 4-22,55-62). 

Regarding Claim 27, Widergen discloses the method of claim 19, the 
public/private common cell (142) area providing both public mobile and private 
mobile services to an MS (120) located within the common cell, both public mobile 
and private mobile services being available to the MS without requiring the MS to 
move or roam to a different location (see Fig. 1), where the mobile terminals with 
area (142) are able to have public and private communication services. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 16-18, 25-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Widergen et al. (hereinafter Widergen) (US 5,890,064) in view of Mauger et al. 

(hereinafter Mauger) (US 5,537,610). 
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Regarding Claim 16, Widergen discloses a call originating service method in 
a public/private common mobile communication system, the method comprising: 
providing the telecommunications network (100) which reads on the claimed 
"public/private common mobile communication system" comprising a plurality of 
mobile terminals (116) which reads on the claimed "mobile stations (MSs)", a mobile 
switching center (MSC) (1 12), a plurality of public mobile communication network 
base station controllers (BSCs) connected to the MSC (1 12), a plurality of public 
mobile communication network base station transceiver subsystems (BTSs) (114) 
connected to each of the plurality of BSCs, each of the plurality of these BTSs 
adapted to form a corresponding public-only coverage area (140) which reads on the 
claimed "cell area", a wireless office gateway (124) which reads on the claimed 
"public/private communication service unit" connected to one of the public mobile 
communication network's BSCs, and a RAN (126 - "includes radio equipment of 
RAN"; see col. 5, line 40-41) which reads on the claimed "private BTS" connected to 
the public/private communication service unit (124), the private BTS (126) adapted to 
form a public/private common cell area, one of said plurality of Mss being within said 
public/private common cell area (see col. 3, lines 61 - col. 4, line 25; Fig. 1), where 
the telecommunication network includes public and private coverage areas. The 
network including BSCs for controlling BS (1 14) as part of a base station subsystem 
and a plurality of network components would be obvious (see col 4, lines 8-10,1-4), 
where the amount of components for the network can vary depending on factors such 
as size and scalability. ; 
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receiving at the public/private communication service unit (124) a call setup 
messages which reads on the claimed "call origination message" from the MS (122) 
in the public/private common cell area (142) through the private BTS (126) (see col. 
7, lines 4-12,55-62; Fig. 1), where the network applies call setup messages for 
communicating with the terminals of the network; 

determining whether the MS (120) in the public/private common cell area (142) is 
registered for a private mobile communication service by analyzing the received call 
origination message (see col. 7, lines 16-22,55-62), where the PN is used for 
detenmining if communication is for the corporate terminal (e.g., CMT - 120); 

transmitting transparently the call origination message when the MS (1 1) in the 
public/private common cell area (142) is not registered for the private mobile 
communication service (see col. 13, lines 34-57), where calls from public mobile 
terminals (PMT) within the wireless office system (142) are transmitted to the MSC 
(112) which indicates the PMT are guest and not registered for the private cell area. 
The communication between the WO Gateway (124) and MSC (1 12) is via a trunk 
line (C) (see Fig. 1), and 

determining whether identification information for the private mobile 
communication service is included in the call origination message when the MS (120) 
in the public. /private common cell area (142) is registered for the private mobile 
communication service (see col 7, lines 4-22; col. 7, line 56 - col. 8, line 6); and 

transmitting transparently the call origination message when the identification 
information (PN) is not included in the call origination message (see col. 7, lines 4- 
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22; col. 13, lines 34-57), where calls for public mobile terminals (PMT) are directed 
to the MSC (112) which indicates the PMT do not have a PN 5 and 

providing private mobile communication service for the MS (120) in the 
public/private common cell area when the identification information (PN) is included 
in the call origination message (see col. 7, lines 4-22), where the calls are directed to 
coiporate terminals (120) according to the PN. Widergen fails to disclose having the 
feature of transmitting a call origination message to one of said plurality of public 
mobile communication network BSC. However, the examiner maintains that the 
feature of transmitting a call origination message to one of said plurality of public 
mobile communication network BSC was well known in the ait, as taught by Mauger. 

In the same field of endeavor, Mauger discloses the feature of transmitting a 
call origination message to one of said plurality of public mobile communication 
network BSC (63) (see col. 11, line 66 - col. 12, line 2; col, 1 1, lines 49-53; col. 14, 
lines 41-48; col 15, lines 20-27; Figs. 24, 27), where the calls are transmitted 
between the PABX (60) to a BSC (63) which is an intelligent BSC with MSC 
functionality. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Widergen and Mauger to 
have the feature of transmitting a call origination message to one of said plurality of 
public mobile communication network BSC, in order to allow a call to be transmitted 
from PABX to a BSC, as taught by Mauger. 

Regarding Claim 17, Widergen discloses of a public/private common mobile 
communication system (100) adapted to provide a public/private mobile 
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communication service in association with a public land mobile network (PLMN) 
(102) (see Fig. 1), the system comprising: 

a plurality of mobile stations (MSs) (1 16), a mobile switching center (MSC) 
(1 12), a plurality of public mobile communication network base station controllers 
(BSCs) connected to the MSC (112), and a plurality of public mobile communication 
network base station transceiver subsystems (BTSs) (114) connected to the BSCs, 
each of the plurality of public mobile communication network BTSs being adapted to 
form corresponding public-only 

cell areas (140) (see col. 4, lines 4-16), where the network includes a base station 
(1 14) in which the BSC would be obvious for controlling the base station. Also, the 
plurality of components would be obvious according to factors such as size and 
scalability (see col. 4, lines 8-10); 

a private BTS (126) connected to the public/private communication service unit 
(124), the private BTS (126) adapted to form a public/private common cell area 
(142), the public/private communication service unit (124) receives a call origination 
message from a particular one of the plurality of MSs (120) located in the 
public/private common cell area (142) through the private BTS (126) (see col. 7, lines 
4-22,55-62; Fig. 1), 

the public/private communication service unit (124) being configured to 
transparently transmit the call origination message when the call origination message 
is a public mobile communication service request message (see col. 10, line 56 - col. 
11, line 1; col. 13, lines 34-57), where calls for the public system is routed between 
the WO Gateway (124) and the MSC (112) via the trunk line, 
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the public/private communication service unit (124) being configured to provide 
network access for a corresponding private mobile communication service when the 
call origination message is a private mobile communication service request message 
(see col. 5, lines 60-67; col. 7, lines 55-62). Widergen fails to disclose having the 
features a public/private communication service unit connected to one of said 
plurality of public mobile communication network BSCs; transmitting the call 
origination message to one of the plurality of public mobile communication network 
BSCs. However, the examiner maintains that the features a public/private 
communication service unit connected to one of said plurality of public mobile 
communication network BSCs; transmitting the call origination message to one of the 
plurality of public mobile communication network BSCs was well known in the art, 
as taught by Mauger. 

Mauger further discloses the feature a PABX (60) which reads on the claimed 
"public/private communication service unit" connected to one of said plurality of 
public mobile communication network BSCs (63) (see col 14, lines 42-58; col. 15, 
lines 20-23; Figs. 24, 26, 27); 

transmitting the call origination message to one of the plurality of public mobile 
communication network BSCs (63) (see col 11, line 66 - col. 12, line 2; col.l 1, lines 
49-53; col. 14, lines 41-48; col. 15, lines 20-27; Figs. 24, 27), where the calls are 
transmitted between the PABX (60) to a BSC (63) which is an intelligent BSC with 
MSC functionality. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Widergen and Mauger to 
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have the features a public/private communication service unit connected to one of 
said plurality of public mobile communication network BSCs; transmitting the call 
origination message to one of the plurality of public mobile communication network 
BSCs, in order to allow a call to be transmitted from PABX to a BSC, as taught by 
Mauger. 

Regarding Claim 18, Widergen discloses a call originating service method in 
a public/private common mobile communication system (100) (see Fig. 1), the 
method comprising: 

providing the public/private common mobile communication system (100) 
comprising a plurality of mobile stations (MSs) (116), a mobile switching center 
(MSC) (1 12), a plurality of public mobile communication network base station 
controllers (BSCs) connected to the MSC (1 12), a plurality of public mobile 
communication network base station transceiver subsystems (BTSs) (114) connected 
to each of the BSCs, each of the plurality of public mobile communication network 
BTSs (114) adapted to form a corresponding public-only cell area (coverage area) 
(140) (see col. 3, line 61 - col 4, line 16), where the network includes a base station 
(1 14) in which the BSC would be obvious for controlling the base station. Also, the 
plurality of components would be obvious according to factors such as size and 
scalability (see col 4, lines 8-10), 

a private BTS (126) connected to the public/private communication service unit 
(124), the private BTS (126) adapted to form a public/private common cell area (142) 
(see Fig. 1); 
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determining whether a call origination message is a public mobile communication 
service request message or a private mobile communication service request message 
upon receiving the call origination message that requests origination of a call from 
one of said plurality of mobile stations (120) located in said public/private common 
cell area (142) through the private BTS (126) (see col. 7, lines 4-22,55-67; col. 9, 
lines 1-67), where calls for communication are routed to a mobile located in the 
public or private system; and 

transmitting transparently the call origination message to a PLMN (102) when the 
call origination message is a public mobile communication service request message 
(see col. 7, lines 4-15; col. 9, lines 39-58; col. 12, lines 34-37; col. 13, lines 34-67), 
and 

providing a corresponding private mobile communication service when the call 
origination message is a private mobile communication service request message (see 
col. 7, lines 4-22,55-62). Widergen fails to disclose having the feature a 
public/private communication service unit connected to a particular one of the 
plurality of public mobile communication network BSCs. However, the examiner 
maintains that the feature a public/private communication service unit connected to a 
particular one of the plurality of public mobile communication network BSCs was 
well known in the art, as taught by Mauger. 

Mauger further discloses the feature a public/private communication service 
unit (60) connected to a particular one of the plurality of public mobile 
communication network BSCs (63) (see col. 14, lines 42-58; col. 15, lines 20-23; 
Figs. 24, 26, 27); 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Widergen and Mauger to 
have the feature a public/private communication service unit connected to a particular 
one of the plurality of public mobile communication network BSCs, in order to allow 
a call to be transmitted from PABX to a BSC, as taught by Mauger. 

Regarding Claim 25, Widergen discloses the method of claim 16, the 
common cell area (142) being an area that provides both public mobile and private 
mobile communication services to an MS (120) within the area without requiring the 
MS to roam (see Fig. 1), where the mobile terminals with area (142) are able to have 
public and private communication services. 

Regarding Claim 26, Widergen discloses the method of claim 16, a 
public/private communication service unit (e.g., 142) and the private BTS (e.g., 126) 
providing both public and private mobile services simultaneously and without 
requiring an MS in the common cell area to roam to a new location to receive (see 
Fig. 1), where the mobile terminals with area (142) are able to have public and private 
communication services. 

Claims 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Widergen et al. (hereinafter Widergen) (US 5,890,064) in view of Mauger et al. 
(hereinafter Mauger) (US 5,537,610) as applied to claim 16, 17 above, and further in 
viewofFujii(US 5,818,918). 

Regarding Claim 20, the combination of Widergen and Mauger fails to 
disclose having the feature calls from the MS in the common cell area to the public 



Application/Control Number: 09/805,929 Page 
Art Unit: 2686 

mobile communication network are directly connected and interworked with the 
public mobile communication network without having to go through additional 
circuitry. However, the examiner maintains that the feature calls from the MS in the 
common cell area to the public mobile communication network are directly connected 
and interworked with the public mobile communication network without having to go 
through additional circuitry was well known in the art, as taught by Fujii. 

In the same field of endeavor, Fujii discloses the feature calls from the MS in 
the common cell area (1 8) to the public PHS network (11) which reads on the claimed 
"public mobile communication network" are directly connected and interworked with 
the public mobile communication network (1 1) without having to go through 
additional circuitry (see col. 2, lines 25-45; Figs. 1). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Widergen, Mauger, and 
Fujii to have the feature calls from the MS in the common cell area to the public 
mobile communication network are directly connected and interworked with the 
public mobile communication network without having to go through additional 
circuitry, in order to provide a personal handy phone system which enables 
communication between a private PHS base station and a public PHS terminal, as 
taught by Fujii (see col. 1, lines 37-39). 

Regarding Claim 21, the combination of Widergen and Mauger fails to 
disclose having the feature calls from the MS in the common cell area to the public 
mobile communication network are directly connected and interworked with the 
public mobile communication network without having to go through additional 
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circuitry. However, the examiner maintains that the feature calls from the MS in the 
common cell area to the public mobile communication network are directly connected 
and interworked with the public mobile communication network without having to go 
through additional circuitry was well known in the art, as taught by Fujii. 

Fujii further discloses the feature calls from the MS in the common cell area 
(18) to the public PHS network (11) which reads on the claimed "public mobile 
communication network" are directly connected and interworked with the public 
mobile communication network (1 1) without having to go through additional circuitry 
(see col. 2, lines 25-45; Figs. 1). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Widergen, Mauger, and 
Fujii to have the feature calls from the MS in the common cell area to the public 
mobile communication network are directly connected and interworked with the 
public mobile communication network without having to go through additional 
circuitry, in order to provide a personal handy phone system which enables 
communication between a private PHS base station and a public PHS terminal, as 
taught by Fujii (see col. 1, lines 37-39). 

Claims 22, 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Widergen et al. (hereinafter Widergen) (US 5,890,064) in view of Mauger et al. 
(hereinafter Mauger) (US 5,537,610) as applied to claim 16, 17 above, and further in 
view of Lu et al. (hereinafter Lu) (US 5,537,610). 
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Regarding Claim 22, the combination of Widergen and Mauger fails to 
disclose having the feature calls from the MS in the common cell area to the private 
mobile communication service are not routed through a public mobile 
communications network and are not routed through a landline telephone network. 
However, the examiner maintains that the feature calls from the MS in the common 
cell area to the private mobile communication service are not routed through a public 
mobile communications network and are not routed through a landline telephone 
network was well known in the art, as taught by Lu. 

In the same field of endeavor, Lu discloses the feature calls from the MS 
(458) in the common cell area to the private mobile communication service are not 
routed through a public mobile communications network and are not routed through a 
landline telephone network (see col. 15, lines 41-63; Figs. 6A, 7, 12). 

Therefore, it would have been obvious to . one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Widergen, Mauger, and Lu 
to have the feature calls from the MS in the common cell area to the private mobile 
communication service are not routed through a public mobile communications 
network and are not routed through a landline telephone network, in order to reduce 
the usage of public network bandwidth with a consequent reduction in the charges, as 
taught by Lu (see col. 15, lines 60-63; col. 6, lines 64-67). 

Regarding Claim 24, the combination of Widergen and Mauger fails to 
disclose having the feature calls from the MS in the common cell area to the private 
mobile communication service are not routed through a public mobile 
communications network and are not routed through a landline telephone network. 
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However, the examiner maintains that the feature calls from the MS in the common 
cell area to the private mobile communication service are not routed through a public 
mobile communications network and are not routed through a landline telephone 
network was well known in the art, as taught by Lu. 

Lu further discloses the feature calls from the MS (458) in the common cell 
area to the private mobile communication service are not routed through a public 
mobile communications network and are not routed through a landline telephone 
network (see col. 15, lines 41-63; Figs. 6A, 7, 12). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Widergen, Mauger, and Lu 
to have the feature calls from the MS in the common cell area to the private mobile 
communication service are not routed through a public mobile communications 
network and are not routed through a landline telephone network, in order to reduce 
the usage of public network bandwidth with a consequent reduction in the charges, as 
taught by Lu (see col. 15, lines 60-63; col. 6, lines 64-67). 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Widergen et 
al (hereinafter Widergen) (US 5,890,064) in view of Lu et al. (hereinafter Lu) (US 
5,537,610). 

Regarding Claim 23, Widergen discloses fails to disclose having the feature 
calls from the MS in the common cell area to the private mobile communication 
service are not routed through a public mobile communications network and are not 
routed through a landline telephone network. However, the examiner maintains that 
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the feature calls from the MS in the common cell area to the private mobile 
communication service are not routed through a public mobile communications 
network and are not routed through a landline telephone network was well known in 
the art, as taught by Lu. 

Lu further discloses the feature calls from the MS (458) in the common cell 
area to the private mobile communication service are not routed through a public 
mobile communications network and are not routed through a landline telephone 
network (see col. 15 3 lines 41-63; Figs. 6A, 7, 12). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Widergen and Lu to have 
the feature calls from the MS in the common cell area to the private mobile 
communication service are not routed through a public mobile communications 
network and are not routed through a landline telephone network, in order to reduce 
the usage of public network bandwidth with a consequent reduction in the charges, as 
taught by Lu (see col. 15, lines 60-63; col. 6, lines 64-67). 
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Response to Arguments 



7. Applicant's arguments with respect to claims 16-27 have been considered but are 
moot in view of the new ground(s) of rejection. 



the examiner should be directed to Willie J. Daniel, Jr. whose telephone number is 
(703) 305-8636. The examiner can normally be reached on 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Marsha D. Banks-Harold can be reached on (703) 305-4379. 
The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



8. 



Any inquiry concerning this communication or earlier communications from 
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